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Status 

1 )^ Responsive to communication(s) filed on 22 December 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 21-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 21-37 is/are rejected. 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

'TOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20100216 



Application/Control Number: 10/591,570 
Art Unit: 1612 



Page 2 



DETAILED ACTION 

Applicants' arguments, filed 22 December 2009, have been fully considered. 
Rejections and/or objections not reiterated from previous office actions are liereby 
witlidrawn. The following rejections and/or objections are either reiterated or newly 
applied. They constitute the complete set presently being applied to the instant 
application. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 21-25 and 27-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Skelbaek et al. (WO 91/17821). 

Skelbaek et al. (hereafter referred to as Skelbaek) teaches, inter alia, 
microparticles comprising fish gelatine, saccharose (sucrose) \ lovage oil, and starch (a 
polysaccharide) wherein said microparticles are spray dried, as of Skelbaek, page 17, 
Example 9. The product fraction of said microparticles is sized between 100-500 
microns, as of Skelbaek, page 17 lines 27-28. In a separate embodiment, hydrogenated 
castor oil (i.e. glyceryl tri-12-hydroxystearate),^ as well as stearin as of Skelbaek, page 

^ Saccharose and sucrose are the same compound, as of CAS Registry Record 57-50-1 . 

^ That hydrogenated castor oil is glyceryl tri-12-hydroxystearate is taught by Greenstein (US Patent 

4,032,350), column 7 lines 7-8. 
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5 line 5, is suggested for inclusion in a concentration of 2-10%, as of Skelbaek, page 5 
lines 18-19, wherein the melting point of glyceryl-12-hydroxystearate appears to exceed 
60 C.^ Ethyl cellulose is suggested to be included in a ratio of up to 30%, as of 
Skelbaek, page 5 lines 15-16. Lovage oil is a flavorant, as of Skelbaek, page 4 line 9, 
and the gelatine is suggested to be a matrix former, and to have a bloom strength from 
0 to 300, as of Skelbaek, page 4 lines 23-24. Uses in toothpaste (page 1 line 12) and 
chewing gum (page 1 line 27) are suggested by Skelbaek. The taught amount of 
gelatine in Skelbaek, Example 9 appears to be (330 g gelatine / (330 g gelatine + 330 g 
sucrose + 50 g flavorant)), as of Skelbaek, page 17 lines 5-9 or about 46% gelatine. 
Skelbaek appears to provide delayed flavor release; this property was provided by the 
prior art cited by Skelbaek (as of Skelbaek, page 2 lines 1-4) and appears to be solved 
by the invention of Skelbaek itself, as of Skelbaek, page 2 lines 11-15. Incorporation in 
an amount of about 1 -2% in chewing gum is taught as of Skelbaek, page 1 5 lines 6-8. 
Said composition appears to comprise 98% of product particles in one embodiment, as 
of Skelbaek, page 8 lines 17-19. 

The specific combination of features claimed is disclosed within the broad 
generic ranges taught by the reference but such "picking and choosing" within several 
variables does not necessarily give rise to anticipation. Corning Glass Works v. 
Sumitomo Elec . 868 F.2d 1251, 1262 (Fed. Circ. 1989). Where, as here, the reference 
does not provide any motivation to select this specific combination of variables 



^ Melting points of 65-90 degrees C are taught by the CAS Registry Record for CAS 139-44-6. 
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specifically hydrogenated castor oil, ethylcellulose and sucrose, anticipation cannot be 
found. 

That being said, however, it must be remembered that "[w]hen a patent simply 
arranges old elements with each performing the same function it had been known to 
perform and yields no more than one would expect from such an arrangement, the 
combination is obvious". KSRv. Teleflex . 127 S,Ct. 1727, 1740 (2007) (quoting 
Sakraida v. A.G. Pro . 425 U.S. 273, 282 (1976)). "[W]hen the question is whether a 
patent claiming the combination of elements of prior art is obvious", the relevant 
question is "whether the improvement is more than the predictable use of prior art 
elements according to their established functions." i\6^). Addressing the issue of 
obviousness, the Supreme Court noted that the analysis under 35 USC 103 "need not 
seek out precise teachings directed to the specific subject matter of the challenged 
claim, for a court can take account of the inferences and creative steps that a person of 
ordinary skill in the art would emolov." KSR v. Teleflex . 127 S.Ct. 1727, 1741 (2007). 
The Court emphasized that "[a] person of ordinary skill is... a person of ordinary 
creativity, not an automaton." jd. at 1742. 

Consistent with this reasoning, it would have obvious to have selected various 
combinations of various disclosed ingredients specifically hydrogenated castor oil, 
ethylcellulose and sucrose, from within a prior art disclosure, to arrive compositions 
"yielding no more than one would expect from such an arrangement". 

The gelatine bloom strength and the concentrations of gelatine, fat, flavoring, and 
carbohydrates overlaps with the instantly claimed concentrations as recited in claim 21. 
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While the prior art does not disclose the exact claimed values, but does overlap: in such 
instances even a slight overlap in range establishes a prima facie case of obviousness. 
In re Peterson . 65 USPQ2d 1379, 1382 (Fed. Cir. 2003). 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Skelbaek et al. (WO 91/17821 ) as applied to claims 21-25 and 27-37 above, and further 
in viewof Venema et al. (EP 0839516 Al).. 

Skelbaek teaches a composition comprising particles flavoring, gelatine, 
triglycerides, ethylcellulose and sucrose for the purpose of controlled release of flavor in 
toothpaste or chewing gum. 

Skelbaek does not teach a eucalyptus flavoring, as of claim 26. 

Venema et al. (hereafter referred to as Venema) teaches a dentifrice composition 
preferably in the form of a toothpaste, as of Venema, abstract. Venema suggests 
flavorants and sweeteners, as of Venema, page 3 lines 22-26. Said flavorants include 
eucalyptus, as of Venema, page 3 line 23, and the combination of flavorants and 
sweeteners are suggested to be between 0.1% and 10%. Particles are sized between 
500-800 microns, as of Skelbaek, page 3 line 27. 

It would have been prima facie obvious for one of ordinary skill in the art to have 
substituted eucalyptus flavoring for the flavoring in Skelbaek. This is because 
eucalyptus is known to be suitable for the intended use of providing a flavor in dentifrice 
compositions. As such, one of ordinary skill in the art would have been motivated to 
have predictably substituted eucalyptus flavoring for that of Skelbaek with a reasonable 
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expectation of successfully providing flavor to the composition of Skelbaek. The simple 
substitution of one known element for another to obtain predictable results is prima facie 
obvious. See MPEP 2143, Exemplary Rationale B. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ISAAC SHOMER whose telephone number is (571)270- 
7671 . The examiner can normally be reached on 8:00 AM - 5:00 PM Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick F. Krass can be reached on (571 )272-0580. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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